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Sir: 

In accordance with the provisions of 37 C.F.R. § 1.193(b), Appellants respectfully submit 

this Reply Jjrief in response to the Examiner's Answer dated March 15, 2004. Entry of this 

■ . **. 

Reply Brief is respectfully requested. 

POINTS RAISED IN EXAMINER'S ANSWER 

The Examiner's Answer raises issues regarding Appellant's "Arguments" (Section VIII.) 

set forth in the Appeal Brief. Appellant addresses the issues raised by the Examiner below. 

In the second and third paragraphs on page 4 of the Examiner's Answer, the Examiner 
maintains there is no structural or functional difference in a means for heating, i.e., whether it is 
arbitrarily activated simultaneously with a light irradiation section or whether it is activated 
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sequentially before a light irradiation section. Further, the Examiner maintains that claim 13 
does not necessarily have to be interpreted such that the heating is performed during light 
irradiation. 

The Examiner's interpretation, however, appears to improperly truncate the entire 
function of the claimed means. See Pennwalt Corp. v. Durand-Wayland, Inc., 833 F.2d 931, 
938, 4 USPQ2d 1737 (Fed. Cir. 1987), cert, denied, 484 U.S. 961 (1988). Claim 13 does not 
merely recite a "means for heating". Rather, claim 13 recites a "means for heating said original 
plate during irradiating said activation light so that the temperature of the surface of said original 
plate becomes 40 through 200°C one of as per image and on the entire surface thereof, so that a 
hydrophobic area and a hydrophilic area are formed on said original plate." (emphasis added). 
Appellant submits that the entire means recitation, i.e., the means plus function, of claim 13, 
must be given patentable weight under 35 U.S.C. § 112, sixth paragraph. 

The Examiner additionally argues that whether or not 35 U.S.C. § 1 12, sixth paragraph 
applies, it is improper to limit an apparatus claim by the time when two separate elements are 
activated (i.e. a part of their function) (pg. 4, fourth paragraph of Examiner's Answer). Such 
statement, however, is contrary to 35 U.S.C. § 112, sixth paragraph, which sets forth that the 
prior art must perform the identical function specified in the claim. Further, as noted in the non- 
limiting embodiment disclosed on page 12, lines 9-12 of the present Application, a fast depicting 
rate is secured by controlling the original plate temperature when irradiating activation light (i.e. 
the function of heating during irradiation of the activation light, as recited in claim 13). 
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On pg. 5 of the Examiner's Answer, the Examiner indicates confusion in regard to 
specific arguments, set forth on pg. 7 of the Appeal Brief, which relate to Fig. 2 of the present 
Application. However, the arguments and references to Fig. 2 are made in direct response to the 
Examiner's statements presented on the Continuation Sheet of the October 14, 2003 Advisory 
Action (i.e. Appeal Brief, paragraph beginning on pg. 5 and ending on pg. 6). Nevertheless, as 
acknowledged by the Examiner, Appellant clearly asserts that Fig. 2 of the present Application is 
a non-limiting embodiment of the invention, and as such, does not comprise the only 
embodiment encompassed by claim 13 (pg. 5 of Examiner's Answer). For example, additional 
non-limiting embodiments of the claimed heating means, i.e., elements 58 and 59, are shown in 
Figs. 4 and 5 of the present Application. 



For the above reasons as well as the reasons set forth in Appellant's Brief on Appeal, 
Appellants respectfully request that the Board reverse the Examiner's rejections of all claims on 
Appeal. An early and favorable decision on the merits of this Appeal is respectfully requested. 

Respectfully submitted, 
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